TH'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAMES E. HALL AND
DAVID M ROGGEVMAN

Appeal No. 95-4036
Application 08/137, 3321

ON BRI EF

Bef ore SOFOCLEQUS, METZ, and HANLON, Admi ni strative Patent
Judges.

HANLON, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe

! Application for patent filed October 18, 1993.
According to applicants, the application is a continuation-in-
part of Application 07/995, 118, filed Decenber 22, 1992.
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final rejection of clainms 1-20, all of the clains in the
application. The subject matter on appeal relates to a

conti nuous, non-aqueous di spersion polynerization process for
produci ng a copol yner conprising a vinyl aromatic nononer and
a conjugated diene nononer. Claim1l is representative of the
subj ect matter on appeal and reads as foll ows:

1. A continuous process to produce a copolymer by a non-
aqueous di spersion polynerization process conprising the steps
of :

(a) continuously adding to a first polynerization reactor
via feed streanms: a first nononer charge containing 75 to 100
percent by weight of a first conjugated di ene nononmer and O to
25 percent by weight of a first vinyl aromatic nononer, an
organol i thium pol yneri zation initiator and a di spersing nedi um
and pol ynerizing the nononer charge to forma first block of a
di spersing agent soluble in the dispersing nedium

(b) continuously adding to a second pol ynerization
reactor via feed streans containing the dispersing nedium the
first block of the dispersing agent prepared in step (a), a
second nononer charge containing 35 to 70 percent by wei ght of
a second vinyl aromatic nononmer and 30 to 65 percent by wei ght
of a second conjugated di ene nononer, and a catalytically
effective amount of the organolithium polynerization initiator
and pol ynerizing the second nononer charge to simnultaneously
form

(1) a second bl ock of the dispersing agent, the
second bl ock being insoluble in the dispersing nedi um and
linking with the first block to formthe dispersing agent, and

(ii) a product copolynmer conprising 35 to 70 percent

by wei ght of the second vinyl aromatic nononer and 30 to 65
percent by wei ght of the second conjugated di ene nononer,
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wherei n the di spersing agent disperses the product copol yner
in the dispersing nedium and

(c) continuously recovering the dispersed product
copol yner and the dispersing agent fromthe second
pol yneri zati on reactor

The prior art relied upon by the exam ner is:

Markl e et al. (Markle) 4,098, 980 Jul. 4, 1978
Gunesin et al. (Gunesin) 4,829, 135 May 9, 1989

The sole issue in this appeal is whether clains 1-20 were
properly rejected under 35 U . S.C. § 103 as bei ng unpatentabl e
over the conbination of Markle and Gunesin.

The cl ai med invention

The clains relate to a continuous, non-aqueous di spersion
pol yneri zati on process for producing a copolyner. The process
of claim1l conprises the follow ng steps:

(a) continuously adding to a first polynerization
reactor: (1) a first nononer charge containing a first
conj ugat ed di ene nononer and a first vinyl aronatic nononer,
(2) an organolithium polynerization initiator and (3) a
di spersi ng nmedium and pol ynerizing the nononmer charge to form
a first block of a dispersing agent soluble in the dispersing
medi un

(b) continuously adding to a second pol ynerization
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reactor containing the dispersing nmedium (1) the first block
of the dispersing agent prepared in step (a), (2) a second
nononer charge containing a second vinyl aronatic nonomer and
a second conjugated di ene nononer, and (3) an organolithium
pol ynmeri zation initiator, and polynerizing the second nonomner
charge to form

(i) a second block of the dispersing agent, the
second bl ock being insoluble in the dispersing nedi um and
linking with the first block to formthe dispersing agent, and

(i1) a product copol yner conprising the second
vinyl aromatic nononer and the second conjugated di ene
nmononer; and

(c) continuously recovering the product copol yner and

the di spersing agent fromthe second pol yneri zation reactor.
Claim 12 recites a process for preparing a styrene-butadi ene
copol ynmer which conprises essentially the sane steps as claim
1.

D scussi on

Clainms 1-20 are rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over the conbi nati on of Markle and Gunesin. W

reverse this rejection
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Mar kl e di scl oses a process for the non-aqueous dispersion
pol ymeri zation of a conjugated diol efin nononer, such as
but adi ene (Abstract). |In the process disclosed in Markle, a
bl ock copol yner dispersing agent is prepared in a separate
process and thereafter added to the pol ynerization m xture
(see Exanples 1-33; col. 29, lines 30-48). (Gunesin discloses
a multi-stage process for honopol ynerizing anionically
pol ymeri zabl e vinyl aromatic nononers, such as styrene (col.
1, lines 59-62). The polyneric dispersing agent used in the
process disclosed in Gunesin is “advantageously a bl ock
copolynmer” (col. 2, lines 19-26). However, Gunesin fails to
di scl ose whether the dispersing agent is prepared in a process
separate fromthe di scl osed honopol yneri zati on process or is
prepared in situ.

According to the exam ner (Answer, p.3):

The only difference seen between these two patents

and the instantly clainmed process is that the Markle

pat ent teaches the polynerization of the conjugated

di ol efin and Gunesin teaches the polynerization of

styrene. The instantly clainmed process is directed

to the preparation of a copol yner which contains 35

to 70% of styrene and 30 to 65% of the conjugated

di ene nononer. The Exam ner maintai ns however t hat

given the fact that both of the cited references

teach di spersion polynerization in the presence of
t he bl ock copol ynmer dispersion stabilizer, then it
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woul d be prima facie obvious to utilize the styrene
nmononers of @Gunesin in conbination with the

but adi ene nononers of Markle and copol yneri ze t hem
together as instantly clai ned.

We di sagree. Neither Gunesin nor Markle disclose or suggest a
conti nuous di spersion polynerization process for producing the
copol yners of appellants’ clainmed invention (Brief, p.7).
Wthout the benefit of appellants’ disclosure there would have
been no notivation to conbine the teachings of Gunesin and

Markle. See In re Bond, 910 F.2d 831, 834, 15 USPQ2d 1566,

1568 (Fed. Cir. 1990) citing Carella v. Starlight Archery and

Pro Line Co., 804 F.2d 135, 140, 231 USPQ 644, 647 (Fed. Gr

1986) (“[o] bvi ousness cannot be established by conbining the
teachings of the prior art to produce the clained invention,
absent sone teaching, suggestion or incentive supporting the

conbination”); In re Gorman, 933 F.2d 982, 987, 18 USPQd

1885, 1888 (Fed. Cir. 1991) (in a determ nation under 35
USC 8§ 103 it is inpermssible to sinply engage in a

hi ndsi ght reconstruction of the clainmed invention, using the
applicant’s structure as a tenplate and selecting el enents
fromreferences to fill the gaps; the references thensel ves

must provide sonme teachi ng whereby the applicant’s conbination
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woul d have been obvi ous).

Moreover, Markle fails to disclose or suggest producing
the dispersing agent in situ. Although Gunesin is silent as
to the process for producing the dispersing agent, appellants
characterize the dispersing agent in Gunesin as “pre-nade”
(Brief, p.5). The exam ner does not dispute this
characterizati on (Answer, pp.3-4):

Appel lants’ primary point of contention with the
rejection is that the instantly clainmed nethod is
intended to formulate the dispersing agent in situ
and appellants point out that the prior art teaches
a preforned dispersing agent. This is not
per suasi ve .« . . There remains no show ng or
al | egation of unexpected results with respect to
formul ating the dispersion stabilizer in situ as
opposed to adding it in a prefornmed manner.

The exam ner has inproperly shifted the burden to appellants.

The exam ner bears the initial burden of presenting a prinm

faci e case of unpatentability. In re Cetiker, 977 F.2d 1443,

1445, 24 USPRd 1443, 1444 (Fed. Cr. 1992). W agree wth
appel l ants that the exam ner has failed to satisfy that
bur den.

REVERSED
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